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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1,1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to comnnunication(s) file(j on . 

2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 2z6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 4-6 is/are allowed. 

6) [3 Claim(s) 2 and 3 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomi PTO-152, 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)n All b)n Some * c)\3 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Examination of the instant invention is now being conducted by Brian Genco. 

Applicant's amendment filed September 15, 2004 has been fully considered but is not 
deemed persuasive. 

Applicant argues that Wakui does not disclose "control means for causing said first 
recording mode to be automatically set when the loading of said first recording medium is 
detected". 

In response, Examiner notes that the disclosure of Wakui shows an interrupt routine in 
Fig. 16 that occurs upon detecting that the memory card, i.e., the first recording medium, is 
loaded by said detection means (e.g., column 19, lines 17-22). As cited in the previous Office 
Action, the result of this interrupt routine is that the recording mode is changed fi-om the flash 
memory record mode to a memory card record mode. While Wakui disclose the additional step 
of detecting the capacity of the memory card before switching the recording mode this does not 
preclude Wakui fi"om meeting the claim Umitations of claims 2 and 3. In particular. Examiner 
notes that claims 2 and 3 are claims "comprising" a group of limitations. Therefore, since the 
claim is written using open-ended language, so long as the claimed limitations are meet any 
additional steps or limitations can be taught by the prior art reUed upon and still meet the claim 
limitations. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for pxirposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 2 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Wakui, U.S. 
Patent 5,648,816. 

Regarding claim 2, Wakui teaches an image capturing apparatus (still video camera 1) 
comprising first operation means (IC memory card control circuit 1 5) for recording an image- 
capturing signal on a first recording medium (IC memory card 31) in accordance with a first 
recording mode (memory card record mode) (col. 5, lines 43-46, 53-56,. Fig. 4), second 
operation means (flash memory control circuit 19) for recording an image-capturing signal on a 
second recording medium (image flash memory 20) in accordance with a second recording mode 
(flash memory record mode) (col. 6, lines 32-38,. Fig. 5), and detection means (memory card 
detecting circuit 16) for detecting the loading of said first recording medium (IC memory card 
31) (col. 5, lines 64-67). Wakui also teaches that when the IC memory card is loaded, the 
recording of image data in the flash memory is stopped, the memory card record mode is set, and 
recording in the IC memory card begins (col. 19, lines 48-53, Fig. 16), which reads on an 
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automatic setting of the first recording mode when the first recording medium is detected. The 
control means for setting the recording mode is inherently taught. 

Regarding claim 3, Wakui teaches an image capturing apparatus (still video camera 1) 
that can switch between a first operation mode (memory card record mode) for recording an 
image-capturing signal on a first recording medium (IC memory card 31) and a second operation 
mode (flash memory record mode) for recording an image-capturing signal on a second 
recording medium (image flash memory 20) (col 8, lines 24-41, 54-60), and detection means 
(memory card detecting circuit 16) for detecting the loading of said first recording medium (IC 
memory card 31) (col 5, lines 64-67). The control means for switching the operation mode is 
inherently taught. Wakui also teaches that when the IC memory card is loaded, the recording of 
image data in the flash memory is stopped, the memory card record mode is set, and recording in 
the IC memory card begins (col. 19, lines 48-53, Fig. 16), which reads on an automatic setting of 
the first recording mode when the first recording medium is detected. 

Claims 2-4 are rejected under 35 U.S.C. 102(e) as being anticipated by (USPN 6,184,922 
to Saito et al). 

Applicant cannot rely upon the foreign priority papers to overcome this rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1 .55. See 
MPEP§ 201.15. 

In regards to claim 2 Saito discloses an image capturing apparatus comprising: 
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first operation means for recording an image-capturing signal on a first recording medium 
in accordance with a first recording mode (e.g., recording a still image when the expansion unit 
107 is a still image-specific expansion unit; Fig. 9B; column 16, lines 19-31); 

second operation means for recording an image-capturing signal on a second recording 
medium in accordance with a second recording mode (e.g., capturing motion picture data when 
expansion unit 107 is a motion picture-specific expansion; column 16, lines 31-37); 

detection means for detecting the loading of said first recording medium (e.g., base on the 
disclosure there is inherently a means for detecting which type of expansion unit is attached so as 
to enable the appropriate recording mode); and 

control means for causing said first recording mode to be automatically set when the 
loading of said first recording medium is detected by said detection means (e.g., this is also 
inherent to the disclosure since the mode is automatically switched depending on what type of 
expansion unit is attached). 

In regards to claim 3 see Examiner' s notes on the rejection of claim 2. 

In regard to claim 4 see Examiner's notes on the rejection of claim 2. Note that the still 
image-specific expansion unit captures still images and the motion image-specific expansion unit 
captures moving pictures. Further note that the images are recorded on their respective 
expansion units. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are appUed for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are sununarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness . 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obHgation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the appHcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 5 and 6 rejected under 35 U.S.C. 103(a) as being unpatentable over (USPN 
6,184,922 to Saito et al.). 

In regards to claim 5 see Examiner's notes on the rejection of claim 2. Note that the still 
image-specific expansion unit is equipped with a PC card recording medium (e.g., column 16, 
lines 28-3 1). Also note that the motion picture-specific expansion unit is equipped with a DVD 
recording medium. Examiner takes Official Notice that one skilled in the art would clearly 
recognize the equivalence of a DVD recording medium and a tape recording medium for their 
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use in recording motion picture data and the selection of any of these known equivalents to be 
well within the level of one skilled in the art. 

In regards to claim 6 see Examiner's notes on the rejection of claim 5. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
pohcy as set forth in 37 CFR 1 . 1 36(a). % 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi'om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian C. Genco who can be reached by phone at 703-305-7881 or 
by fax at 703-746-8325. The examiner can normally be reached on Monday thru Friday 8:30am 
to 4:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Christensen can be reached on 703-308-9644. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the customer service office whose telephone number is 703-308-4357. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for pubhshed applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Brian C Genco 
Examiner 
Art Unit 2615 

January 20, 2005 




-ANDREW CHRISTENSEN 
TECHNOLOGY CENTER 2600 



